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DETAILED ACTION 

Allowable Subject Matter 

1 . The indicated allowability of claims 67-72 is withdrawn in view of the newly 
discovered reference(s) to Toledano. Rejections based on the newly cited reference(s) 
follow. 

Priority 

2. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 1 9(e) 
or under 35 U.S. C. 120, 121 , or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 120 as follows: 

If applicant desires to claim the benefit of a prior-filed application under 35 U.S.C. 
120, a specific reference to the prior-filed application in compliance with 37 CFR 1 .78(a) 
must be included in the first sentence(s) of the specification following the title or in an 
application data sheet. For benefit claims under 35 U.S.C. 120, 121 or 365(c), the 
reference must include the relationship (i.e., continuation, divisional, or continuation-in- 
part) of the applications. 

If the instant application is a utility or plant application filed under 35 U.S.C. 
1 1 1(a) on or after November 29, 2000, the specific reference must be submitted during 
the pendency of the application and within the later of four months from the actual filing 
date of the application or sixteen months from the filing date of the prior application . If 
the application is a utility or plant application which entered the national stage from an 
international application filed on or after November 29, 2000, after compliance with 35 
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U.S.C. 371 , the specific reference must be submitted during the pendency of the 
application and within the later of four months from the date on which the national stage 
commenced under 35 U.S.C. 371 (b) or (f) or sixteen months from the filing date of the 
prior application. See 37 CFR 1 .78(a)(2)(ii) and (a)(5)(ii). This time period is not 
extendable and a failure to submit the reference required by 35 U.S.C. 1 19(e) and/or 
120, where applicable, within this time period is considered a waiver of any benefit of 
such prior application(s) under 35 U.S.C. 119(e), 120, 121 and 365(c). A benefit claim 
filed after the required time period may be accepted if it is accompanied by a grantable 
petition to accept an unintentionally delayed benefit claim under 35 U.S.C. 1 1 9(e), 1 20, 
121 and 365(c). The petition must be accompanied by (1) the reference required by 35 
U.S.C. 1 20 or 1 1 9(e) and 37 CFR 1 .78(a)(2) or (a)(5) to the prior application (unless 
previously submitted), (2) a surcharge under 37 CFR 1 .17(t), and (3) a statement that 
the entire delay between the date the claim was due under 37 CFR 1 .78(a)(2) or (a)(5) 
and the date the claim was filed was unintentional. The Director may require additional 
information where there is a question whether the delay was unintentional. The petition 
should be addressed to: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or 
an application data sheet (ADS) as required by 37 CFR 1 .78(a) (e.g., if the reference 
was submitted in an oath or declaration or the application transmittal letter), and the 
information concerning the benefit claim was recognized by the Office as shown by its 
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inclusion on the first filing receipt, the petition under 37 CFR 1 .78(a) and the surcharge 
under 37 CFR 1 .1 7(t) are not required. Applicant is still required to submit the reference 
in compliance with 37 CFR 1 .78(a) by filing an amendment to the first sentence(s) of the 
specification or an ADS. See MPEP § 201 .1 1 . 

3. This application is claiming the benefit of prior-filed nonprovisional application 
numbers 08/68731 5 and 09/21 4039 under 35 U.S.C. 1 20, 1 21 , or 365(c). Copendency 
between the current application and the prior application is required. Since the 
applications are not copending, the benefit claim to the prior-filed nonprovisional 
application is improper. 

4. Based on the defects in the priority claims described above, Examiner has 
determined that the effective filing date for the instant application is November 26 th 
2001. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 58 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "his top" is used in line 12. This term is not 
grammatically correct and could be interpreted as referring to a person. Examiner has 
determined the term to mean "the top" for the purpose of this examination. Correction is 
required. 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 56-76 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Toledano (US 5,855,312). 

The prior art reference discloses the claimed invention because the instant 
application and the prior art reference have identical specifications. 

Regarding claim 56, Toledano discloses as shown in Figures 11, 12, 14 and 
corresponding text in the specification, for instance as detailed in col. 5, lines 13-61, a 
method for joining two parts of hollow organs or segments of same hollow organ, at any 
anatomical location, over an annular area defined on a chosen plane in each of the two 
parts, whereby each part has an opening through the respective plane essentially inside 
the respective annular area; said method being realizable in conjunction with any of a 
large variety of surgical procedures, whether resection of a hollow organ is to be carried 
out or not, and whether said resection is carried out before said joining or not; the 
method sequentially comprising the steps of: a) providing a flexible annular stapler 
comprising a first and a second interacting round jaws; wherein one of said jaws 
includes at least a stapling member and the other jaw includes at least an anvil 
member; b) inserting in accordance with surgery facilities, in a predetermined order, 
said two first and second jaws through the mouth of said patient into a first one of the 
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two parts and advancing said jaws to where one jaw is inside the first part and the other 
jaw is inside the second one of the two parts, each jaw being substantially near the 
respective chosen plane for said joining; c) for each of the two parts, either shrinking the 
opening so as to form an at least partially closed butt that encloses the respective one 
of said jaws, or pressing the tissue surrounding the opening to form a pair of adjoining 
lips so as to enclose the respective one of said jaws and stapling said lips together by 
means of a linear stapler; and d) operating said annular stapler so as to pull the two 
said butts together and essentially combine the two annular areas into a combined 
annular area, to staple the two parts of hollow organs or segments to each other over 
said combined annular area and to cut away portions of said butts that are central to 
said combined annular area so as to realize either an end to end, end to side, side to 
end or side to side joint. Regarding claim 57, at least one additional surgical operation 
can be performed between steps (a) and (d) such as inserting the tool of Figure 17 in 
order to close the openings of the two parts. Regarding claim 58, the inflatable 
embodiment of Figure 5A is usable with the above method. Regarding claim 59, see 
col. 16, lines 24-31 . Regarding claim 60, at least one additional surgical operation can 
be performed between steps (a) and (d) such as inserting the tool of Figure 17 in order 
to close the openings of the two parts. Regarding claims 61-66, see Figure 13 as it 
pertains to column 5, lines 40-61 and col. 14, lines 25-56. Regarding claims 67-72, see 
the Figure 16 embodiment as it applies to col. 5, lines 40-61 and col. 16, line 44 to col. 
17, line 8, where the linear stapling can be used as disclosed in col. 5, lines 28-34. 
Regarding claims 73 and 76, the methods can be performed under closed surgery (col. 
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5, lines 28-30). Regarding claim 74, the section removed in Figure 16d can be removed 
as depicted in Figure 11e. Regarding claim 75, if the mouth is used (col. 16, lines 24- 
28) to reach the intestines as in Figure 16, the esophageal opening would be crossed 
following insertion into the mouth. 



Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas Mcevoy whose telephone number is (571) 270- 
5034. The examiner can normally be reached on M-F, 9:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on 571-272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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1 1 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

TM 

/Todd E Manahan/ 

Supervisory Patent Examiner, Art Unit 3731 



